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Before Hairston, Grendel, and Drost, Adm nistrative
Trademar k Judges.

Opinion by Drost, Admnistrative Trademark Judge:

On Novenber 2, 2001, Moba, Inc. (applicant) applied to
register on the Principal Register the mark MR TUMEE in
standard character formfor “vitamns and nutritional
suppl enents” in Gass 5.2 After the mark was published for

opposi tion, opposer (SmthKline Beecham Corporation), on

Y Mpplicant’s counsel did not file a brief but did represent
applicant at the oral argunent.

2 Serial No. 76332839 is based on an allegation of a bona fide
intention to use the mark in comrerce.
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Novenber 13, 2002, filed a notice of opposition. The
opposition is based on opposer’s allegation of a |ikelihood
of confusion under Section 2(d) of the Trademark Act (15
US C 8 1052(d)) with nunmerous registrations owned by
opposer. The relevant registrations are set out bel ow

l.
No. 1,979,915

For: Antacids and cal cium supplenents in Cass 5
| ssued: 11 June 1996, Section 8 & 15

.

No. 2,468, 509

TUVS CALCI UM FOR LI FE (Standard character form
For: Dietary Supplenments in Class 5

| ssued : 10 July 2001

Di sclainer: *“Calciunt

L1l

No. 2,483,575

TUMS 70 YEARS STRONG 1930- 2000 and desi gn

For: Antacids and cal cium supplenents in Cass 5
| ssued: 28 August 2001

D sclainer: ©“1930” and “2000”

| V.

No. 2,480, 800

TUVS 70 YEARS STRONG (Standard character form
For: Antacids and cal ci um supplenents in Cass 5
| ssued: 21 August 2001

V.
No. 2,076, 469
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TS

For: Antacids and cal ci um supplenents in Cass 5
| ssued: 01 July 1977, Section 8 & 15

V.

No. 2,240,777

TUMS (standard character form

For: Antacids, calciumsupplenments and preparations
for prenenstrual balance in Cass 5.

| ssued: 20 April 1999, Section 8 & 15

VI,

No. 1,979,916

TUMS (standard character form

For: Antacids and cal cium supplenents in Class 5
| ssued: 11 June 1996, Section 8 & 15

VI,

No. 680, 675

TUMS FOR THE TUMW (standard character form
For: Carm native antacids in Class 5.

| ssued: 23 June 1959, second renewal

I X.
No. 268, 593

TUMIS

For: Carm native antacid corrective for stomach
distress in Cass 5
| ssued: 18 March 1930, fourth renewal ®

3 Wiile Ofice electronic records refer to the 09 Novenmber 2000
renewal as the “Third Renewal ,” this appears to be an oversight
because the 26 March 1990 renewal is also referred to as a “Third
Renewal . "
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X.

No. 1,902,115

TUVS ULTRA (standard character form

For: Antacids and cal ci um supplenents in Cass 5

| ssued: 27 June 1995, Section 8 & 15%

Appl i cant denied the salient allegations of opposer’s
notice of opposition. An oral hearing was held on Septenber
13, 2005.

The Record

The record consists of the pleadings; the file of the
i nvol ved application; the testinonial deposition of Mark R
Prus, opposer’s director of marketing, with exhibits; the
stipulated testinony of Christopher A Sidoti, opposer’s
assi stant secretary, wth exhibit; the testinonial
deposition, wth exhibits, of Viken Mondjian, applicant’s
president; applicant’s notice of reliance that included the
di scovery deposition, with exhibits, of Paul A Wardle,
opposer’ s operations nanager, opposer’s discovery responses,
and copies of federal trademark registrations and a file
hi story of one of the registered marks; and opposer’s notice
of reliance on status and title copies of its trademark

registrations.

* Opposer al so alleged ownership of Registration Nos. 2,240, 835
(TUVB ULTRA CALCI UM and | abel design); 2,240,778 (TUuvs CALCI UM
and | abel design); and 2,240,839 (TUMS E- X CALCI UM and | abel
design). However, Ofice records indicate that Section 8
affidavits have not been filed in these registrations and the

period to file a Section 8 affidavit has expired. 1In order to
not delay the case to wait for the outcone of these
registrations, we will not consider these registrations further.
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Prelimnary Matters

| nasnmuch as opposer has submtted status and title
copies of its federal trademark registrations for various
TUVS narks,® we find that opposer has established its

standing to oppose. See, e.g., Lipton Industries, Inc. v.

Ral ston Purina Conpany, 670 F.2d 1024, 213 USPQ 185 ( CCPA

1982). Also, in view of applicant’s ownership of these
registrations, priority is not an issue here. See King

Candy Co. v. Eunice King's Kitchen, 496 F.2d 1400, 182 USPQ

108, 110 (CCPA 1974).

Li kel i hood of Conf usion

The central issue in this case is whether applicant’s
mark for its goods is confusingly simlar to opposer’s narks
used on the identified goods. W analyze the question of
I'i kel i hood of confusion by | ooking at the evidence as it
relates to the thirteen factors set out by the Court of
Appeal s for the Federal Circuit and its predecessor, the

Court of Custons and Patent Appeals, in In re Majestic

Distilling Co., 315 F.3d 1311, 65 USPQ2d 1201, 1203 (Fed.

® M. Sidoti, in his stipulated testinony, explained that
SmithKline Beechamplc (SB) nmerged with @ axo Wellcone, plc to
become G axoSmithKline plc. SB remains “a separate and

i ndependent corporation up to and including the present tine.”
Sidoti, p.1. Furthernore, while d axoSmthKline “actually uses
the mark” for “business reasons, it has been determ ned that the
ownership of the trademark registrations in the United States for
t he vari ous TUMS nmarks should be in the nane of SB.” Sidoti,

p. 2.
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Cr. 2003) and Inre E. I. du Pont de Nenours & Co., 476

F.2d 1357, 177 USPQ 563, 567 (CCPA 1973).

We begin by conparing the simlarity or dissimlarity
of the goods. Applicant’s goods are identified as vitam ns
and nutritional supplenents. Qpposer’s goods inits
registrations are identified as antacids and cal ci um
suppl enents (Nos. 1,979, 915; 2,483,575; 2,480, 800;

2,076, 469; 2,240,777; 1,979,916; and 1,902,115), dietary
suppl enents (No. 2,468,509), preparations for prenenstrual
bal ance (2,240,777), and carm native antacids (Nos. 268,593

and 680, 675). For these TUMS products, the “primary active

ingredient is calciumcarbonate.” Wardle dep. at 35.
“Cal cium suppl enents are dietary supplenents.” Wardle dep.
at 25. “In ternms of the anmount of cal cium carbonate in the

products, the regular strength has the | east anount of

cal cium carbonate, it’s a smaller tablet, the extra strength
has nore cal cium carbonate, the Tuns Cal ciumfor Life has
even nore.” Wardle dep. at 37. Calciumcarbonate is the
substance that has antacid properties. Wardle dep. at 39.
Furthernore, all of opposer’s subbrands except Cal ciumfor
Life and Lasting Effects are “intended to be used both as
antaci ds and cal cium suppl enents.” Wardle dep. at 56. “But
all of the products contain calciumand are a good source of

calcium” Wardle dep. at 57
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Applicant’s goods are “vitamns and nutritional
suppl enents.” Applicant’s products include a “M. Tunee’'s
Calciumplus Vitam n D product.” Mondjian dep. at 32.
Applicant’s nutritional supplenents include calcium
suppl enents. Therefore, to the extent that applicant’s and
opposer’s goods include cal ci um suppl enents, they are
identical. Both applicant and opposer also sell other
vitamin products. Wardle dep. at 165-66.° Therefore,
applicant’s vitamn and other nutritional products would
al so be related to opposer’s cal ci um suppl enents. These
vitam ns and various nutritional supplenents would be sold
under simlar conditions and prospective purchasers woul d
assune that the sanme source would provide both vitam ns and

various nutritional supplenents. MDonald s Corp. v.

MoK nl ey, 13 USPQ2d 1895, 1898 (TTAB 1989) (Goods do not
have to be identical. “It is enough if there is a

rel ati onshi p between them such that persons encountering
them under their respective marks are likely to assune that
they originate at the sanme source or that there is sone

associ ation between their sources”). See also In re Qpus

One Inc., 60 USPQ2d 1812, 1814-15 (TTAB 2001). Therefore,

even to the extent that the goods are not identical, we find

® Wiile some material on the page is marked as confidential, the
fact that opposer publicly sells vitani ns does not appear to be
confidenti al
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that cal ci um suppl enents and vitam ns and nutritional
suppl enents are rel at ed.
We al so consider the channels of trade and prospective

purchasers. CQOctocom Systens, Inc. v. Houston Conputers

Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed. Cir

1990) (“The authority is legion that the question of
registrability of an applicant’s mark nust be deci ded on the
basis of the identification of goods set forth in the
application regardl ess of what the record may reveal as to
the particular nature of an applicant’s goods, the
particul ar channels of trade or the class of purchasers to
whi ch the sal es of goods are directed”). |Inasnmuch as there
are no restrictions in either the application or the

regi strations, we nmust assune that the goods travel in al

the normal channels of trade for the goods. Schieffelin &

Co. v. Mdl son Conpanies Ltd., 9 USPQ2d 2069, 2073 (TTAB

1989) (“[Moreover, since there are no restrictions with
respect to channels of trade in either applicant's
application or opposer's registrations, we nust assune that
the respective products travel in all normal channel s of

trade for those al coholic beverages”). See also Mrton-

Norw ch Products, Inc. v. N Siperstein, Inc., 222 USPQ 735,

736 (TTAB 1984) (“Since there is no limtation in
applicant's identification of goods, we nust presune that

applicant's paints nove in all channels of trade that would
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be normal for such goods, and that the goods woul d be
purchased by all potential custoners”). Therefore, we nust
consider that applicant’s and opposer’s cal ci um suppl enents
travel in the identical channels of trade and that potenti al
purchasers woul d be, at the m ninum overl appi ng.

Regardi ng the actual channels of trade, we note that
opposer’s Tunms products are sold “al nost anywhere.” Wardle
dep. at 61.

It’'s sold in drugstore, grocery stores, pharnacy,

pharmacy outlets, places |ike Wal-Mart, Target; it’s

sold in Cfonveni ence] stores, so your rural corner shop
it’s sold in; hotel stores, nontraditional kind of
retail outlets; it’'s sold in gas station outlets; it’s
sold in vending machines in sonme places. So literally

al nost anywhere you can buy a product it has been sol d.

We have sold it in sone clothing outlets, for exanple,

there’s a baby store that we’ve sold Tuns in. W have

sold it in alot of places...l’ve seen it in animl feed
st ores.

Wardl e dep. at 61.

Appl i cant has identified pharnmacies, supermarkets, and
other retail outlets as places it intends to market its
product in the United States. Mondjian dep. at 58.
Therefore, the actual channels of trade and the prospective
purchasers are expected to be overl appi ng.

While neither party in its identification of goods
limts its supplenents to any particular type of cal cium
suppl enents, channels of trade, or purchasers, during the

trial the evidence indicated that applicant’s products are

primarily designed for children while opposer’s products are
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marketed primarily for adults. As noted above, this is not
significant since neither party limts its goods in the
application or registrations. Therefore, we nust assune
that applicant’s and opposer’s cal ci um suppl enents are

mar keted for children and adults. Furthernore, even if we
did take this into consideration, the products would still
overlap. Applicant’s witness agreed that “M. Tunee’'s |ine
of products is used by children 4 through 14 approximately.”
Mondj i an dep. at 56. Furthernore, in response to the
question: “So adults can use it [applicant’s products] as
well as children?” applicant’s witness responded: “Yes,
they can.” Mondjian dep. at 57. (Qpposer described its

mar keting as foll ows:

[We don’t actively market to children under two and |

think children under two would find it very difficult

to take Tuns. Qur marketing is for ages 12 and above.

Under age 12 is considered pediatric use by the FDA and

we don’t actively market to children under 12. Apart

frombeing functionally able to take Tunms |’ m not aware
of any excl usions or people who should not take Tuns
unl ess of course their doctor advises themnot to for
what ever reason

Prus dep. at 28-29.

Even as actually marketed, both products target an
over | appi ng market (ages 12-14) and opposer’s products can
be taken by younger children and applicant’s products can be
used by ol der children and adults. Furthernore, the

purchasers of both products would still overlap since

parents are likely to purchase supplenents for thensel ves

10
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and their children. Finally, while the testinony was

sweepi ngly designated as “confidential,” opposer’s w tness
(Wardl e) discussed plans “to expand its product |ine under
the TUMS mark.” Qpposer’s Brief at 12.

We now address whether the marks of the parties are
simlar. Applicant seeks to register the mark MR TUMEE and
opposer relies on nunerous registrations for the term TUVS.
Applicant’s mark is shown as a standard character draw ng
and several of opposer’s marks are al so depicted w thout any
specific style or design. Wen we conpare the marks, MR
TUVEE and TUMS, it is clear that they are simlar to the
extent that they both contain the sane three letters (TUM,
which is virtually opposer’s entire mark except for the

letter “S” to make the terma plural. They are otherw se

di fferent because applicant adds the title “M.” and the

di mnutive “-ee. Applicant’s literature enphasizes the
“Tunee” portion of its mark inasnmuch as it sonetines refers
to its products as sinply “Tunmees.” See Mondjian dep. at 66
(“M. Tunee is the brand nane, whenever we refer to the
brand nanme we use M. Tunee and whenever we refer to the

i ndividual Gunee we refer to it as Tunees”). W also add
that “tummy” is an informal termfor “stomach.”’ Therefore,

the term woul d have sone suggestive connotation even for a

” Random House Unabridged Dictionary (2d ed.). Applicant’s
notice of reliance.

11
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cal ci um suppl enent that is ingested orally. In addition,
opposer has a registration for the mark TUMS FOR THE TUMW
for carmnative antacids. Wen we examne the simlarities
and dissimlarities of the marks in appearance, sound,

meani ng, and commercial inpression, they are obviously not
identical. They |ook sonmewhat simlar since they feature
“TUM as a promnent part of both marks. Their neani ngs
woul d have a simlar suggestive neaning referring to the
stomach. Their commercial inpressions would have sone
simlarity especially since purchasers would |likely believe
t hat opposer’s TUMB and TUVS FOR THE TUMW?® cal ci um

suppl enents and antaci ds are now avail able for children.

See Proctor & Ganble Co. v. Conway, 419 F.2d 1332, 164 USPQ

301, 304 (CCPA 1970) (M STER STAIN and MR CLEAN sim | ar
despite their obvious differences. “A designation may well
be likely to cause purchaser confusion as to the origin of
goods because it conveys, as used, the sane idea, or

stinmul ates the same nental reaction, or in the ultimte has

the sanme neaning”). See also Specialty Brands, Inc. v.

Cof fee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ 1281

8 W note that applicant elicited testinony from opposer’s

wi tness that the witness had no personal know edge of any use of
the phrase “Tunms for the Tummy” on Tuns products. Prus dep. at
77-78. “The law, of course, is well settled that an applicant
cannot collaterally attack opposer’'s registration in the absence
of a counterclaimfor cancellation. 37 CFR 82.106(b); Contour
Chair-Lounge Co. v. The Engl ander Co., 324 F.2d 186, 139 USPQ
285, 287 (CCPA 1963)." NASDAQ Stock Market Inc. v. Antarctica
S.r.l., 69 USPQ2d 1718, 1736 (TTAB 2003). Therefore, we nust
assume that opposer’s registration is valid.

12



Qpposition No. 91155236

1283 (Fed. Cr. 1984) (“It is the simlarity of commercia
i npressi on between SPI CE VALLEY and SPI CE | SLANDS t hat

wei ghts heavily against the applicant”); International House

of Pancakes, Inc. v. Elca, Corp., 216 USPQ 521, 525 (TTAB

1982) (Likelihood of confusion between | NTERNATI ONAL HOUSE
OF PANCAKES and COLONI AL HOUSE OF PANCAKES). W add that
this is not a case in which the cormmon termis a generic or

non-distinctive term See, e.g., Kellogg Co. v. Pack 'Em

Enters, Inc., 951 F.2d 330, 21 USPQ@2d 1142 (Fed. G r. 1991)

(FROOTEE I CE for flavored ice bars not likely to cause
confusion with FROOT LOOPS for breakfast cereal and rel ated

products); Keebler Co. v. Miurray Bakery Prods. Inc., 866

F.2d 1386, 9 USPQ2d 1736 (Fed. Cir. 1989) (PECAN SHORTI ES
not likely to cause confusion with PECAN SANDI ES for
cookies). Taken together, we conclude that opposer’s marks
TUVMS and TUMS FOR THE TUMMY and applicant’s mark MR TUMEE
are slightly nore simlar than they are different.

Anot her factor that has considerable inportance in this
case is the question of fane or public recognition and
renown. The Federal Circuit “has acknow edged that fane of
the prior mark, another du Pont factor, ‘plays a dom nant
role in cases featuring a fanous or strong mark.’” Century

21 Real Estate Corp. v. Century Life of Anerica, 970 F.2d

874, 23 USPQ2d 1698, 1701 (Fed. Cr. 1992), quoting, Kenner

Par ker Toys v. Rose Art Industries, 963 F.2d 350, 22 USPQd

13
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1453, 1456 (Fed. G r. 1992). *“Fanous marks thus enjoy a

wi de latitude of legal protection.” Recot, Inc. v. Becton,

214 F.3d 1322, 54 USPQ2d 1894, 1897 (Fed. Cr. 2000) (FIDO
LAY for “natural agricultural products, nanely, edible dog
treats” confusingly simlar to FRITO LAY for snack foods).
Opposer has presented evidence of the public
recognition and renown of its TUVS mark. Qpposer’s w tness
testified as foll ows:
A. Yes. Periodically we wll do awareness studies
whi ch woul d ask people on an unai ded basis to nane
antacids or cal cium supplenents and Tuns is

mentioned quite frequently.

Q Do you have any idea on an average basis of what
ki nd of unai ded awareness you get on these studies?

A It wll vary per study, but is in the nei ghborhood
of 80 percent.

That’ s an unai ded awar eness.

Yes.

Do you do ai ded awareness studies as well?
Yes.

VWhat are the results for that?

> O >» O > O

About 99 percent or even in sonme studies 100 percent
of people are aware of Tuns on an aided basis. For
exanple if you ask themif they have ever heard of
Tuns virtually everyone has.
Prus dep. at 43-44.

Opposer’s witness also testified that TUVS “is in nore
househol ds than any other OTC [ Over-the-Counter] product

except Tylenol, so it is very broadly distributed and Tuns

14
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can be used by 95 year-olds, it can be used by 18 year-olds
or 45 year-olds, male, female. It is very broadly used.”
Prus dep. at 26-27. |In addition, opposer’s retail sales are
approximately $200 mllion (Wardle dep. at 62 and 126) and
its advertising expenses in 2002 were estimated to be in the
$40-50 mllion range. Prus dep. at 73. It advertises on
television, print, radio, and the Internet. |d. Based on
this evidence, which consists of the unrebutted testinony of
opposer’s witnesses, we resolve the fane factor in opposer’s
favor.

Qpposer’s witness also testified that there “are
i npul se purchases of Tunms and there are planned purchases of
Tuns.” Prus dep. at 53. “There are al so instances where we
have displays in the store or special advertising on a shelf
that m ght trigger soneone, oh, yes, I’mrunning | ow on
antacids or Tuns or cal cium supplenents and | need to buy
sone nore.” 1d. at 54. Therefore, this factor also favors
opposer.

Regar di ng actual confusion, we note that there is no
evi dence of actual confusion but this is not normally
significant. The absence of actual confusion does not nean

there is no likelihood of confusion. G ant Food, Inc. v.

Nati on's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390, 396

(Fed. Cr. 1983); J & J Snack Foods Corp. v. MDonal d s

Corp., 932 F.2d 1460, 18 UsSPQ2d 1889, 1892 (Fed. Cir. 1991).

15
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Here, applicant has filed an intent-to-use application and
applicant did not even anticipate distributing products in
the United States until the second half of 2005. Mondjian
dep. at 54.

We al so add that applicant has submtted copies of
several third-party registrations, apparently as evidence
that it |ikewi se should be entitled to register its mark.
The Federal G rcuit addressed the issue of third-party
registrations in likelihood of confusion cases as foll ows:
“Much of the undisputed record evidence relates to third
party registrations, which admttedly are given little
wei ght but which neverthel ess are rel evant when eval uating
I'i kel i hood of confusion. As to strength of a mark, however,
regi stration evidence may not be given any weight.” Jdde

Tyme Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQd

1542, 1545 (Fed. G r. 1992) (enphasis in original). See

also AMF Inc. v. Anerican Leisure Prods., Inc., 474 F.2d

1403, 177 USPQ 268, 269 (CCPA 1973) ("The existence

of [third party] registrations is not evidence of what
happens in the market place or that custoners are famliar
wth thent). However, we can use the third-party
registrations as a formof dictionary to show how the term

is perceived in the trade or industry. Inre J. M Oiginals

Inc., 6 USPQ2d 1393, 1394 (TTAB 1987). Even when we

consider the registrations in this light, it nerely

16
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hi ghlights the fact that “tunmmy” is a termwth sone
suggestive significance when used in association with
di etary suppl enents or antacids. However, these

regi strations do not denonstrate that the mark TUVS is
entitled to a narrow scope of protection.

Finally, we nust balance the factors to determne if
there is a likelihood of confusion in this case. W readily
admt that this is a close case on this question. The nmarks
TUVMS and MR TUMEE overlap to the extent that they both
contain the sane letters T-UM Applicant adds the title
“M.” and the dimnutive “-ee.” However, opposer also has a
registration for the mark TUMS FOR THE TUMW, which has even
more in common with MR TUMEE. The marks have enough
simlarities to conclude that the marks are not dissimlar.
Many of the other factors strongly favor opposer. The goods
are in part identical, opposer is considering expanding the
breath of its TUMS product |ine, opposer’s mark has achi eved
significant public recognition and renown, purchasers may be
i npul se purchasers, and the goods are sold at |least in
over | appi ng channels of trade and to the identical
purchasers. W have been instructed in cases such as this
where we have doubts on the issue of |ikelihood of
confusion, that we nust resolve themin favor of the prior

regi strant and agai nst the newconer. Hew ett-Packard Co. v.

Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001, 1003

17
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(Fed. Cr, 2002) (“This court resolves doubts about the
I'i kel i hood of confusion against the newconer because the
newconer has the opportunity and obligation to avoid

confusion with existing marks”). See also In re

Pneumat i ques, Caout chouc Manufacture et Pl astiques Kl eber-

Col onbes, 487 F.2d 918, 179 USPQ 729, 729-30 (CCPA 1973); In

re Hyper Shoppes (Ghio), Inc., 837 F.2d 463, 6 USPQRd 1025,

1026 (Fed. GCr. 1988). W do that in this case.
Deci sion: The opposition is sustained and registration

to applicant of its mark is refused.
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